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DETAILED ACTION 

1. This action is responsive to communications: amendment filed on 9/7/2004. 

2. Claims 1-2, 4-7, and 9-22 are pending in the case. Claims 1, 2, 6, 9, 12, 15, 17, 18, 19, 
20, and 21 are independent claims. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 1, 18 and 22 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 1,18, and 22 recite the limitation "said document" in line 7 of the claim. There is 
insufficient antecedent basis for this limitation in the claim. Since the method is directed 
towards "creating documents", the Examiner is confused by the second claim limitation which is 
directed towards automatically launching a corresponding editor for editing a document. 

5. Claim 22 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

The use of the claim language "A computer program product or computer program 
element . . is not clear as to whether the claim limitations pertain to a computer program 



Application/Control Number: 09/752,935 
Art Unit: 2176 



Page 3 



product or a computer program element. Changing the claim language to "A computer program 
product . . will particularly point out and distinctly claim the subject matter of the invention. 

Claim Rejections - 35 USC §101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

6. Claim 22 is rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. 

Claim 22 is directed towards a "computer program product . . for executing method 
steps. As presently drafted, the claim reads on a computer program per se, which does not 
constitute statutory subject matter as prescribed under 35 USC §101. Applicant could easily 
render the claimed invention statutory by amending the preamble to recite "A computer program 
product stored on a computer readable medium". The language in the preamble, "for creating 
document from within a place in collaboration space according" to certain steps does not render 
the clainied invention statutory because it in effect constitutes intended use. See MPEP §2106: 

The subject matter of a properly construed claim is defined by the terms that limit its scope. It is this 
subject matter that must be examined. As a general matter, the grammar and intended meaning of terms 
used in a claim will dictate whether the language limits the claim scope. Language that suggests or 
makes optional but does not require steps to be performed or does not limit a claim to a particular 
structure does not limit the scope of a claim or claim limitation. The following are examples of 
language that may raise a question as to the limiting effect of the language in a claim: 
(A) statements of intended use or field of use, 

Therefore, the intended use language does not limit the claim, and cannot be given 
patentable weight or a cause for the preamble to be statutory. 



Application/Control Number: 09/752,935 Page 4 

Art Unit: 2176 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language, 

8. Claims 1-2, 4-7, 15-16, 18-19, and 22 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Sorge et al. (hereinafter "Serge"), US 6,613,098 Bl filed 6/15/1999. 

Regarding independent claims 1 and 18, and 22, Sorge discloses operating a browser 
to display a user interface to a place including an editor selection control and from within the 
browser, upon selection of the editor selection control, automatically launching a corresponding 
editor for editing a document in col. 3 lines 21-61 and col. 7 lines 33-51. Sorge discloses upon 
closing the corresponding editor, loading the document to the place in col. 3 lines 9-61 and col. 7 
lines 33-51. 

Regarding independent claims 2, 15, and 19, Sorge discloses a place browser, editor, 
and data storage for editing and storing a data file in fig. 4 and col. 18 line 15 - col. 19 line 53. 
Sorge discloses providing at a browser a user interface to a place, said user interface including an 
upload control in col. 3 lines 21-61 and col. 7 lines 33-51. Sorge discloses executing round trip 
editing to prepare a data file and loading the data file to the upload control in col. 3 lines 21-61 
and col. 7 lines 33-5 1 . Sorge discloses upon loading the data file to the upload control, 
transferring the data file to a server for conversion and storage as an application enabled object in 
the place in col. 3 lines 21-61 and col. 7 lines 33-51. 
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Regarding dependent claims 4 and 16, Sorge discloses creating the data file using an 
editor application independently of the place in collaboration space in col. 3 lines 21-61 and col. 
7 lines 33-5 1 . Sorge discloses importing the data file into the place and responsive to user 
selection at the user interface, loading the data file from the place to the browser in col. 3 lines 
21-61 and col. 7 fines 33-51. Sorge discloses launching the editor application and opening the 
data file in the editor application for fiirther editing at the browser in col. 3 lines 9-18 and col. 7 
lines 33-51. 

Regarding dependent claim 5, Sorge discloses creating the data file using an editor 
application independently of the place in collaboration space and then importing the data file into 
the place in col. 3 lines 21-61 and col. 7 lines 33-51. Sorge discloses responsive to user selection 
at the user interface, loading the data file form the place to the browser, launching the editor 
application, and opening the data file in the editor application for fixrther editing at the browser in 
col. 3 lines 9-18 and col. 7 lines 33-51. 

Regarding independent claim 6, Sorge discloses opening a user interface to the place at 
a browser, operating the user interface to launch an office application, and using the office 
application to create a document in col. 3 lines 21-61 and col. 7 lines 33-51. Sorge teaches upon 
closing the office application, loading the document to the place in col. 3 lines 21-61 and col. 7 
lines 33-51.^ 

Regarding dependent claim 7, Sorge discloses responsive to user creation or edit of a 
place document based on the office application, automatically launching the office appHcation to 
allow the user to edit the document using the office application in col. 3 lines 21-61 and col. 7 
lines 33-51. 
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Claim Rejections - 35 USC §103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. Claims 9-14, 17, and 20-21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bookspan et al. (hereinafter "Bookspan"), US 6,629,129 Bl filed 
6/16/1999 in view of Sorge et al. (hereinafter "Sorge"), US 6,613,098 Bl filed 6/15/1999. 

Regarding independent claims 9 and 20, Bookspan teaches operating a browser at a 
client to display a user interface to a place, the user interface including a new selector in fig. 2, 
fig. 4, col. 3 line 30 - col. 4 line 9. Bookspan teaches responsive to a user selection of the new 
selector, displaying in the user interface a list of available page types, the list including choices 
corresponding to page editing applications installed on the client in fig. 2, fig. 4, col. 3 line 30 - 
col. 4 line 9, and col. 9 lines 7-20. Bookspan teaches responsive to user selection of an editing 
application from the list, displaying a new scene including an upload control and a file icon 
representing the file being created, and launching the editing application in the foreground 
displaying the file as a new, empty file in fig. 2, fig. 4, col. 3 line 30 - col. 4 line 9, and col. 9 
lines 7-20. 

Bookspan does not teach responsive to the user closing the editing application, detecting 
that the file is no longer being edited and bringing the user interface to the place to the 
foreground, converting the file to a hypertext file, and displaying the file in the upload control. 
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Bookspan does not teach responsive to the user pubHshing the file, uploading to the server the 
file along with its equivalent hypertext file and at the server attaching the file to the equivalent 
hypertext file to the same place document. 

Sorge does teach responsive to the user closing the editing application, detecting that the 
file is no longer being edited and bringing the user interface to the place to the foreground, 
converting the file to a hypertext file, and displaying the file in the upload control in col. 3 lines 
21-61 and col. 7 lines 33-51. Sorge does teach responsive to the user pubUshing the file, 
uploading to the server the file along with its equivalent hypertext file and at the server attaching 
the file to the equivalent hypertext file to the same place document in col. 3 lines 21-61 and col. 
7 lines 33-5 1 . It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have combined Sorge into Bookspan to have created the claimed 
invention. It would have been obvious and desirable to have converted the document as a 
hypertext file and loaded the document and corresponding hypertext file to the place so that other 
users could have used browser programs to have viewed the document while the document still 
retained the formatting information of the original document as taught by Sorge in col. 3 lines 
21-31. 

Regarding dependent claim 10, Bookspan does not teach attaching the file and the 
equivalent hypertext file to the same document. Sorge does teach attaching the file and the 
equivalent hypertext file to the same document in col 3 lines 21-61 and col. 7 lines 33-51. It 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
have combined Sorge into Bookspan to have created the claimed invention. It would h^ve been 
obvious and desirable to have converted the document as a hypertext file and loaded the 
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document and corresponding hypertext file to the place so that other users could have used 
browser programs to have viewed the document while the document still retained the formatting 
information of the original document as taught by Sorge in col. 3 lines 21-31. 

Regarding dependent claim 11, Bookspan does not teach generating a hst using a > 
hidden ActiveX upload control download to the client fi-om a server, the ActiveX upload control 
generating the list by Usting only those applications for which the upload control successfully 
obtains a pointer to respective automation server objects. Sorge does teach generating a list 
using a hidden ActiveX upload control download to the client fi-om a server, the ActiveX upload 
control generating the list by listing only those applications for which the upload control 
successfiiUy obtains a pointer to respective automation server objects in col. 7 lines 33-51. It 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
have combined Sorge into Bookspan to have created the claimed invention. It would have been 
obvious and desirable to have converted the document as a hypertext file and loaded the 
document and corresponding hypertext file to the place so that other users could have used 
browser programs to have viewed the document while the document still retained the formatting 
information of the original document as taught by Sorge in col. 3 lines 21-31. 

Regarding independent claims 12, 17, and 21, Bookspan teaches operating a browser at 
a client to display a user interface to a place, the user interface including an edit selector in fig. 2, 
fig. 4, col. 3 line 30 - col. 4 line 9. Bookspan teaches responsive to user selection of the edit 
selector, displaying an edit scene including an upload control, the upload control including a 
document icon representing the document being edited, and launching the editing application in 
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the foreground displaying the document in fig. 2, fig. 4, col. 3 line 30 - col. 4 line 9, and col. 9 
lines 7-20. 

Bookspan does not teach responsive to the user closing the editing appUcation, detecting 
that the file is no longer being edited and bringing the user interface to the place to the 
foreground, converting the file to a hypertext file. Bookspan does not teach responsive to the 
user publishing the document, uploading to the server the document along with its equivalent 
hypertext file and at the server attaching the file to the equivalent hypertext file to the same place 
document. 

Sorge does teach responsive to the user closing the editing application, detecting that the 
file is no longer being edited and bringing the user interface to the place to the foreground, 
converting the file to a hypertext file in col. 3 lines 21-61 and col. 7 lines 33-51. Sorge does 
teach responsive to the user pubUshing the document, uploading to the server the document 
along with its equivalent hypertext file and at the server attaching the file to the equivalent 
hypertext file to the same place document in col. 3 lines 21-61 and col. 7 Unes 33-51. It would 
have been obvious to one of ordinary skill in the art at the time the invention was made to have 
combined Sorge into Bookspan to have created the claimed invention. It would have been 
obvious and desirable to have converted the document as a hypertext file and loaded the 
document and corresponding hypertext file to the place so that other users could have used 
browser programs to have viewed the document while the document still retained the formatting 
information of the original document as taught by Sorge in col. 3 lines 21-31. 

Regarding dependent claim 13, Bookspan does not teach saving the document to client 
storage as a web page including the text of the document and formatting information saved as 
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tags together with support files or locating in the client storage and uploading the formatting 
information tags and support files. Sorge does teach saving the document to client storage as a 
web page including the text of the document and formatting information saved as tags together 
with support files and locating in the client storage and uploading the formatting information tags 
and support files in col. 3 lines 21-61 and col. 7 lines 33-51. It would have been obvious to one 
of ordinary skill in the art at the time the invention was made to have combined Sorge into 
Bookspan to have created the claimed invention. It would have been obvious and desirable to 
have converted the document as a hypertext file and loaded the document and corresponding 
hypertext file to the place so that other users could have used browser programs to have viewed 
the document while the document still retained the formatting information of the original 
document as taught by Sorge in col. 3 lines 21-31. 

Regarding dependent claim 14, Bookspan teaches responsive to the user selecting the 
edit selector, displaying the edit scene including indicia representing the document and 
automatically launching an application for editing the document displaying the document in its 
original form in fig. 2, fig. 4, col. 3 line 30 - col. 4 line 9. Bookspan does not teach responsive 
to the user making changes to and closing the document, again uploading to the server the 
document and all support files. 

Sorge does teach responsive to the user making changes to and closing the document, 
again uploading to the server the document and all support files in col. 3 lines 21-61 and col. 7 
lines 33-51. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have combined Sorge into Bookspan to have created the claimed 
invention. It would have been obvious and desirable to have converted the document as a 
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hypertext file and loaded the document and corresponding hypertext file to the place so that other 
users could have used browser programs to have viewed the document while the document still 
retained the formatting information of the original document as taught by Sorge in col. 3 lines 
21-31. 

Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to appUcant's 
disclosure. Adams, US 5,781,732 patented 7/14/1998 discloses a shared document framework 
for providing collaborative access to a shared document. Anupam et al., US 5,862,330 patented 
1/19/1999 discloses obtaining and exchanging information on the vv^orld wide web. Goldberg et 
al., US 6,205,209 Bl filed 8/25/1998 discloses a network that provides apphcations 
collaboration. Butts et al., US 5,754,830 patented 5/19/1998 discloses a web browser emulator 
for persistent connection to a legacy host system. Muranaga et al., US 5,671,428 patented 
9/23/1997 discloses a collaborative document processing system. Sheard et al, US 6,453,356 Bl 
filed 4/15/1998 discloses a data exchange system. 

12. Any inquiry conceming this communication or earlier communications from the 
examiner should be directed to Peter J Smith whose telephone number is 571-272-4101. The 
examiner can normally be reached on Mondays-Fridays 7:00am-3:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph H Feild can be reached on 571-272-4090. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 



Application/Control Number: 09/752,935 



Page 12 



Art Unit: 2176 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published apphcations 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



PJS 

2/4/2005 




